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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 1-8,11,12.14 and 15 is/are pending in the application. 
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5) 0 Claim{s) is/are allowed. 

6) 13 Claim(s) 1-8, 11-12, 14-15 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)^ accepted or b)n objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Art Unit: 2164 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-8 and 11-12 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the appKcation was filed, had possession of the 
claimed invention. 

The following statements are not supported in the original specification: 

Claim 1: Lines 8-9: "select a firmware of one of said plurality of disk devices". Line 12: 

"the selected firmware" 

Claim 2: Lines 7-8: "a selecting step of selecting firmware from the firmware of one of 
plurality of disk devices". Line 9: "the selected firmware" 
Claim 3: Depends on claim 2, 

Claim 4: Lines 5-6: "said selected firmware is a firmware of a disk device" 

Claim 5: Lines 5-6: "said selected firmware is a firmware of a disk device" 

Claim 6: Lines 5-6: "said selected firmware is a firmware of a disk device" 

Claim 8: Lines 10-11: "select the selected firmware of one of said plurality of disk 

devices. Line 12: "the selected firmware" 

Claim 1 1 : Depends on claim 2. 

Claim 12: Line 2: "the selected firmware" 
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The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 14-15 rejected under 35 U.S.C. 102(e) as being anticipated by Machida (U.S. 
Patent 6,209,060), 

Claims 14-15: FIG. 1 illustrates a computer system having a plurality of disk devices 
(30-1 through 30-n) each of which storing firmware (31-1 through 31-n). FIG. 6 illustrates an 
updating program for updating the firmware of a replaced disk from a reference disk. SI is the 
starting step. FIG. 7 is a breakout of the step S5 in FIG. 6 and illustrates step S16 in which a 
determination is made as to whether the replaced disk has the latest version of firmware. If it is 
not the latest version, the updating proceeds with steps S6 through S8 of FIG. 6. 

Remarks 

With respect to claims 1-8 and 11-12, applicant's arguments are moot in Ught of the new 
grounds of rejection necessitated by amendment. The original specification does not describe any 
selecting step, so references to a selection step are new matter. 

With respect to claims 14-15, apphcant argues that Machida does not disclose updating 
the firmware of each of the plurality of disk devices to the latest version. This argument is not 
correct. FIG. 1 clearly illustrates a plurality of disks 30-n each of which having a version of the 
firmware (31-n). When update is made to the firmware of the multiple disks, the update can be 
made to each of the disks having firmware in need of updating. The reference to Machida does 
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not suggest any exclusion to the system in which only one single disk can ever be updated. It is 
clear that within the architecture of FIG . 1 that all of the disks having a firmware version can be 
updated with a new firmware version. 

This action follows the filing of an RCE and is made non- final. 

Any inquiry concerning this communication should be directed to Sam Rimell at 
telephone number (571) 272-4084, / 




Sam Rimell 
Primary Examiner 
Art Unit 2164 



